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n ,1 * " I''^ MAILING DA TE of this communication appears on the cover sheet with the correspondence address - ~~ 
Kenou Tor Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION ~ 

" atollTflll'nNTHq^f^^^^^^^^^ °' ^^'^ ^ "° '"sy ^ ^ePly be timely filed 

aner&iA (fa) MONTHS from the mailing date of this communication ' > > 
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Any reply received by the Office later than three months after the mailing date of this ^mmunication, even if timely fited mav reduS anv 
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Status 

1 )M Responsive to communication(s) filed on 12 October 2004 . 
2a)n This action is FINAL. 2b)|El This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11 , 453 O.G. 213. 

Disposition of Claims 

4) E1 Claim(s) 1-16 is/are pending in the application. 
4a) Of the above claim(s) 5^12 is/are withdrawn from consideration. 

5) H Claim(s) 4 and 15 is/are allowed. 

6) IE1 Claim(s) 1-3.13.14 and ?6 is/arR ngj^r^fpH 

7) 0 Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. ' 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)IEI Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)|g|AII b)n Some * c)n None of: 

1 .Kl Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . Applicant's Request for Continued Examination (RCE) has been fully considered. 
Claims 2, 4 and 15 are amended, claim 16 is added, and thus claims 1-16 are pending. 
(NOTE: Claims 5-12 are withdrawn from consideration as non-elected invention). 

Claim Rejections - 35 USC § 102 

2. Claims 1-3, 13, 14 and 16 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Sarkar et al. (US 6,465,081 B2). 

Sarkar discloses an image receptor sheet comprising a substrate having two 
opposite sides, an ink receptive layer on one side of the substrate, and an ink repellent 
layer on the other side of the substrate, wherein the ink repellent layer is toner powder 
receptive so as to allow the image receptor sheet to be used in electrophotographic 
printers (col. 3, lines 22-32). The side of the substrate that has the ink repellent layer is 
equivalent to the claimed side of the substrate that the electrophotographic image is 
being formed. The ink receptive layer is equivalent to the claimed characteristic 
controlling member. The substrate and the coated layers are transparent (col. 3, line 41 
and claims 3 and 8). The ink receptive layer comprises resin and filler as the claimed 
characteristic controlling member (col. 5, line 60 thru col. 6, line 16). Since the ink 
receptive layer is substantially identical to the claimed characteristic controlling member, 
the layer inherently functions as glossiness controlling layer that reduces glossiness. 
Since all the three layers are transparent, an image that may be provided on the ink 
repellent toner receptive layer can be seen when viewed through the substrate. 
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Response to Arguments 

3. Applicant's argument is based on that since the fillers of Sarkar do not 
compromise the transparency of the ink receptive layer the fillers of Sarkar do not 
control the glossiness of the ink receptive layer. These arguments are not persuasive 
because Sarkar does not expressly disclose that the ink receptive layer does not control 
glossiness. However, because the ink receptive layer is substantially identical to the 
claimed characteristic controlling member (i.e., the fillers and the resin that are used to 
make the ink receptive layer are substantially identical to the fillers and the resin that 
are used to make the claimed characteristic controlling member of the claimed 
invention), the layer inherently functions as glossiness controlling layer. Furthermore, 
Applicant is advised to provide factual evidence showing that the addition of fillers in the 
ink receptive layer while not compromising the transparency of the layer does not affect 
the glossiness of the layer. 

Applicant further argues that the amount of microspheres used in the examples 
of Sarkar is too small; therefore, glossiness cannot be controlled. This argument is not 
persuasive because the claimed invention is not limited to a certain amount of fillers, 
and also the invention of Sarkar is not limited to the examples disclosed. 



Allowable Subject Matter 

4. Claims 4 and 1 5 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in Independent form including all of the limitations of 
the base claim and any intervening claims. Sarkar neither teaches nor suggests 
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mechanical treatment of the surface of the substrate opposite the ink repellent toner 
receptive layer in order to control the glossiness of the image recording sheet. 



5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Betelhem Shewareged whose telephone number is 571- 
272-1529. The examiner can normally be reached on Mon.-Fri. 8:00AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EEC) at 866-217-9197 (toll-free). 



Conclusion 



Betelhenil Shewareged 
November 22, 2004. 




